
\ United States Patent and Trademark Office 



Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

www.uspto.gov 



SIMONA A. LEVI-MINZI, PH.D. 
MCDERMOTT WILL & EMERY LLP 
28 STATE STREET 
BOSTON MA 02109 



In re Application of 
Bornstein 

Application No. 10/821,442 , : DECISION 

Filed: 9 April, 2004 : 
Attorney Docket No. BORNE40606 : 

This is a decision on the petitions filed: (a) on 28 November, 2007, and considered as a request 
to withdraw the holding of abandonment under 37 C.F.R. §1.181 and expedited consideration 
under 37 C.F.R. §1.182; and (b) and on 13 February, 2008, to revive the application under 37 
C.F.R. §1 .137(b) as having been abandoned due to unintentional delay, and also reasserting the 
petition under 37 C.F.R. §1.181. 



COPY MAILED 

MAR 2 4 2008 
OFFICE OF PETITIONS 



The petition as considered under 37 C.F.R. §1.181 is GRANTED : the petition under 37 C.F.R. 
§1.182 is DISMISSED as moot : and the petition under 37 C.F.R. § 1 . 1 37(b) is DISMISSED as 
moot. 



BACKGROUND 

The record reflects that: 

• Petitioner failed to reply timely and properly to the Notice of Allowance/Allowability and 
Fees Due mailed on 19 April, 2007 (copy enclosed), with reply due under a non- 
extendable deadline on or before 19 July, 2007; 



the application went abandoned after midnight 19 July, 2007; 
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• on 10 August, 2007, the Office mailed a Supplemental Notice of Allowance (copy 
enclosed); 

• the Office mailed the Notice of Abandonment on 22 October, 2007 (copy enclosed); 

• on 28 November, 2007, Petitioner filed the instant petition under the petition under 37 
C.F.R. §1.181 with, inter alia, averment of non-receipt — while Petitioner provides a copy 
of what is averred to be a copy of the docket sheet of the instant application, Petitioner 
has ignored the express instructions of the guidance in the Commentary MPEP §71 1.03 
(c ) to wit (in pertinent part): 

*** 

The showing required to establish nonreceipt of an Office communication 
must include a statement from the practitioner stating that the Office 
communication was not received by the practitioner and attesting to the 
fact that a search of the file jacket and docket records indicates that the 
Office communication was not received. A copy of the docket record 
where the nonreceived Office communication would have been entered 
had it been received and docketed must be attached to and referenced in 
practitioner's statement. For example, if a three month period for reply was 
set in the nonreceived Office action, a copy of the docket report showing 
all replies docketed for a date three months from the mail date of the 
nonreceived Office action must be submitted as documentary proof of 
nonreceipt of the Office action . 

*** 

The MPEP is directing Petitioner to present to the Office a copy of the docket report for 
the due date of the reply, and showing all files with a reply due on that date. Thus, 
Petitioner can evidence that the Notice in question was not simply misfiled. 

Nonetheless, the record is clear that the application was filed with direction to mail to 
former Counsel to a Boston address associated with a Customer Number, however, that 
instruction was changed by virtue of a Revocation/Power of Attorney filed on 7 March, 
2004, setting forth a Miami mailing address for present Counsel, but whose firm has 
offices in Boston as well, and that direction was acknowledged by the Office; however, 
on 24 July, 2006, Counsel Noticed the Office of a change of address to the Boston office 
and that direction does not seem to have been entered of record — which is why the 19 
April, 2007, Notice of Allowance/Allowability and the 10 August, 2007 Supplemental 
Notice of Allowance all were mailed to the Miami address — an incorrect address — as 
was the 22 October, 2007, Notice of Abandonment. 



Clearly, then, the Office mailed the 19 April, 2007, Notice of Allowance/Allowability , the 
10 August, 2007 Supplemental Notice of Allowance, and the 22 October, 2007, Notice of 
Abandonment to the wrong address. 
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The availability of applications and application papers online to applicants/practitioners who 
diligently associate their Customer Number with the respective application(s) now provides an 
applicant/practitioner on-demand information as to events/transactions in an application. Thus, 
now if one wishes to know the progress in and/or status of an application or the accuracy of the 
data therein, one need only look at the file online. 

Out of an abundance of caution, Petitioners always are reminded that the filing of a petition 
under 37 C.F.R. §1.181 does not toll any periods that may be running any action by the Office 
and a petition seeking relief under the regulation must be filed within two (2) months of the act 
complained of (see: 37 C.F.R. §1. 181(f)), and that those registered to practice and all others who 
make representations before the Office are reminded to inquire into the underlying facts of 
representations made to the Office and support averments with the appropriate documentation- 
since all owe to the Office the continuing duty to disclose. 1 

STATUTES. REGULATIONS AND ANALYSIS 

Congress has authorized the Commissioner to "revive an application if the delay is shown to the 
satisfaction of the Commissioner to have been "unavoidable." 35 U.S.C. §133 (1994). 2 

The regulations at 37 C.F.R. §1 .137(a) and (b) set forth the requirements for a petitioner to 
revive a previously unavoidably or unintentionally, respectively, abandoned application under 
this congressional grant of authority. 

The language of 35 U.S.C. §133 and 37 C.F.R. §1.1 37(a) is clear, unambiguous, and without 
qualification: the delay in tendering the reply to the outstanding Office action, as well as filing 
the first petition seeking revival, must have been unavoidable for the reply now to be accepted on 
petition. 

Delays in responding properly raise the question whether delays are unavoidable. Where there is 
a question whether the delay was unavoidable, Petitioners must meet the burden of establishing 
that the delay was unavoidable within the meaning of 35 U.S.C. § 1 33 and 37 C.F.R. §1.1 37(a). 4 



1 See supplement of 17 June, 1999. The Patent and Trademark Office is relying on petitioner's duty of candor and good faith and accepting a 
statement made by Petitioner. See Changes to Patent Practice and Procedure. 62 Fed. Reg, at 53 1 60 and 53 1 78, 1 203 Off. Gaz. Pat. Office at 88 
and 103 (responses to comments 64 and 1 09)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances 
when providing statements to the Patent and Trademark Office). 

2 35 U.S.C. §133 provides: 

35 U.S.C. §133 Time for prosecuting application. 

Upon failure of the applicant to prosecute the application within six months after any action therein, of which notice has been given or mailed to 
the applicant, or within such shorter time, not less than thirty days, as fixed by the Commissioner in such action, the application shall be regarded 
as abandoned by the parties thereto, unless it be shown to the satisfaction of the Commissioner that such delay was unavoidable. 

3 See: Changes to Patent Practice and Procedure', Final Rule Notice, 62 Fed. Reg. at 53158-59 (October 10, 1997), 1203 Off. Gaz. Pat. Office 
at 86-87 (October 21, 1997). 

4 See: In re Application of G, 1 1 USPQ2d 1378, 1380 (Comm'r Pats. 1989). 
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And the Petitioner must be diligent in attending to the matter. 5 Failure to do so does not 
constitute the care required under Pratt , and so cannot satisfy the test for diligence and due care. 
(By contrast, unintentional delays are those that do not satisfy the very strict statutory and 
regulatory requirements of unavoidable delay, and also, by definition, are not intentional. 6 )) 

Allegations as to the Request to 
Withdraw the Holding of Abandonment 

The courts have determined the construct for properly supporting a petition seeking withdrawal 
of a holding of abandonment. 7 (See the commentary at MPEP §71 1.03(c)(A) and (B). 

And the regulation requires that relief be sought within two (2) months of the act complained of. 

Petitioner appears to have satisfied the burdens herein. 



As to the Allegations 
of Unintentional Delay 

The requirements for a grantable petition under 37 C.F.R. §1.1 37(b) are the petition and fee, a 
statement/showing of unintentional delay, a proper reply, and-where appropriate — a terminal 
disclaimer and fee. 

It appears that this issue is moot. 



As to the Request for 
Expedited Consideration 

Petitioner advanced a request for expedited consideration and appears to have done so under the 
general provisions of under 37 C.F.R. §1.182, however, because the matter was received by the 
attorneys in the Office of Petitions only at this writing, the matter is now moot. 

CONCLUSION 

Petitioner appears to have satisfied the burdens herein as to the petition as considered under 37 
C.F.R. §1.181 is granted ; and the 22 October, 2007, Notice of Abandonment is vacated . 

5 See: Diligence in Filing Petitions to Revive and Petitions to Withdraw the Holding of Abandonment . 1 124 Off. Gaz. Pat. Office 33 (March 19, 
1991). It was and is Petitioner's burden to exercise diligence in seeking either to have the holding of abandonment withdrawn or the application 
revived. See 1 1 24 Off. Gaz. Pat. Office supra . 

6 Therefore, by example, an unintentional delay in the reply might occur if the reply and transmittal form are to be prepared for shipment by the 
US Postal Service, but other pressing matters distract one's attention and the mail is not timely deposited for shipment. 

7 Sec: Delgarv. Schulver , 172 USPQ 513 (D.D.C. 1971). 
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Accordingly, the petition under 37 C.F.R. §1.1 37(b) is dismissed as moot ; and the petition under 
37 C.F.R. §1.182 is dismissed as moot . 

The instant application is released to Technology Center/AU 3732 to re-mail the Notice of 
Allowance/Allowability and Fees Due, as well as the Supplemental Notice of Allowance in due 
course. 

Petitioner may find it beneficial to view Private PAIR within a fortnight of the instant decision to 
ensure that the revival has been acknowledged by the Technology Center/AU in response to this 
decision — and it is noted that all inquiries with regard to any failure of that change in status 
should be directed to the Technology Center where that change of status must be effected . 

While telephone inquiries regarding this decision may be directed to the undersigned at (571) 
272-3214, it is noted that all practice before the Office is in writing (see: 37 C.F.R. §1.2 8 ) and the 
proper authority for action on any matter in this regard are the statutes (35 U.S.C.). regulations 
(37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone discussion may be 
controlling or considered authority for Petitioner's action(s) . 



§1.2 Business to be transacted in writing. 

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or 
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written 
record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is disagreement 
or doubt. 



John J. Gillon, Jr. 
Senior Attorney 
Office of Petitions 
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The regulations at 37 C.F.R. §1.2 provide: 



PART B - FEE(S) TRANSMITTAL 
Complete and send this form, together with applicable fee(s), to: Mail 



Mail Stop ISSUE FEE 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, Virginia 22313-1450 
orEax (571>273-2885 



INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks I through 5 should be completed where 
appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current cortespona^nce aaUress as 

! » i -_j lIiT... J.* .~J -.LI-..:^ r»l i. i i /_\ « „ ^.^^A^^^ n AA***™. an r4//vr fU\ inHiVntino n cpnaratft "FF.F, ADDRESS lOf 



CtfRRENT CORRESPONDENCE ADDRESS (Note: U« Block 1 for eny change ofaddrem) 



indicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate 
maintenance fee notifications. ; 

Note: A certificate of mailing can only be used for domestic mailings of the 
Fee(s) Transmittal. This certificate cannot be used for any other accompanying 
papers. Each additional paper, such as an assignment or formal drawing, must 
have its own certificate of mailing or transmission. 

Certificate of Mailing or Transmission 
I hereby certify that this Feefs) Transmittal is being deposited with the United 
States Postal Service with sufficient postage for first class mail in an envelope 
addressed to the Mail Stop ISSUE FEE address above, or being facsimile 
transmitted to the USPTO (571) 273-2885, on the date indicated below. 



7590 



04/19/2007 



Simona A. Levi-Minzi, Ph.D, 
McDermott Will & Emery LLP 



Suite 2200 
Miami, FL 33131 






Jacqueline Andreu 


(Depot itorti name) 






(Signature) 








(Bate) 


APPLICATION NO. j 


FILING DATE j 


FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. 


CONFIRMATION NO. 



10/821,442 04/09/2004 EricBomstein BORNE40606 1341 

TITLE OF INVENTION: INSTRUMENT FOR DELIVERY OF OPTICAL ENERGY TO THE DENTAL ROOT CANAL SYSTEM FOR HIDDEN 
BACTERIAL AND LIVE BIOFILM THERMOLYSIS 



AFPLN. TYPE 


SMALL ENTITY 


ISSUE FEB DUB 


PUBLICATION FEB DU^ 


PREV. PAID ISSUE FEB | 


TOTAL FBE(S) DUE ( 


DATE DUB 


nonprovisional 


YES 


$700 


$300 


$0 


$1000 


07/19/2007 


EXAMINER 


ART UNIT 


CLASS^UBCLASS 








LEWIS, RALPH A 


3732 


433-224000 









I . Change of correspondence address or indication of "Fee Address" (37 
CFR 1363). 

Q Change of correspondence address (or Change of Correspondence 
Address form PTO/SB/ 1 22) attached. 

Q "Fee Address" indication (or "Fee Address" Indication form 
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 
Number is required. 



2. For printing on thepatent frontpage, list McDermott Will & Emery, LLP 

(1) the names of up to 3 registered patent attorneys * — — — 

or agents OR* alternatively, 

(2) the name of a single firm (having as a member a 2 — 

registered attorney or agent) and the names of up to 

2 registered patent attorneys or agents. If no name is 3 

listed, no name will be printed. 



3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type) 

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for 

recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment. 

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY) 

Nomir Medical Technologies, Inc. Natick, MA. 

Please check the appropriate assignee category or categories (will not be printed on the patent) : □ Individual 5 Corporation or other private group entity □Government 



4a. The following fee(s) are submitted: 
3 Issue Fee 

(3 Publication Fee (No small entity discount permitted) 
(3 Advance Order - of Copies jj 



4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above) 
Q A check is enclosed. 

□ Payment by credit card. Form PTO-2038 is attached. 

&The Director is hereby authorized to charge the^uuedfcefs), any deficiency, or credit any 
overpayment, to Deposit Account Number (enclose an extra copy of this form), 



Change in Entity Status (from status indicated above) 

□ a. Applicant claims SMALL ENTITY status. See 37 CFR 1 21. □ b. Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1 .27(g)(2). 

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in 
interest as shown by the records of the United States Patent and Trademark Office. 



Authorized Signature s 



Typed or printed name _ 



6. Matthew McCloskey 



Date 



Registration No. 



47,025 



This collection of information is required by 37 CFR 1 .3 1 1 . The information is required to obtain or retain a benefit by the public which is to r ,lo fc (^j^ a ft"^"^^?2 
an appUcSion Confidentiality is governed^ 35 U.S.C. 122 and 37 CFR 1.14. Tnis collection is estimated to take A minutes to ^et^cto^ 
submitting the completed application form to the USPTO. Time will vary depcncUnp upon the ' individual case. Any commits onto* amount of^yon o?Smn^cT?l D 
ibis form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Jrao^mark Office, M-S ; Departmmt OI ^nm^ce, r.u. 
Box °™o!^ 22313-1*50 DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, 



Alexandria, Virginia 22313-1450. 

Under the Paperwork Reduction Act of 1995. no persons are required to respond to a collection of information unless it displays a valid OMB control number. 



PTOt-RS rRw 07/OM AnnTnvftHfnr»i5U5throi«?h 05/31/2007. 



OMB 065 1-0033 U.S. Patent and Trademark Office: US. DEPARTMENT OF COMMERCE 




United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United Statei Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Vtrgini. 223 1 3- 1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/821,442 



04/09/2004 



Eric Bornstein 



7590 10/22/2007 

Simona A. Levi-Minzi, Ph.D. 
McDermott Will & Emery LLP 
201 South Biscayne Boulevard 
Suite 2200 
Miami, FL 33131 



BORNE40606 , 



1341 



EXAMINER 



LEWIS, RALPH A 



ART UNIT 



PAPER NUMBER 



3732 



MAIL DATE 



DELIVERY MODE 



10/22/2007 



PAPER 



Notice of Abandonment 



This application is abandoned in view of: 

Applicant's failure to timely pay the required issue fee and publication fee, if applicable, with in the 
statutory period of three months from the mailing date of the Notice of Allowance (PTOL-85). 

(a) □ The issue fee and publication fee, if applicable, was not received on (with a 

Certificate of Mailing or Transmission date ), which is after the expiration of the 

statutory period for payment of the issue fee (and publication fee) set in the Notice of 
Allowance (PTOL-85). 

(b) □ The submitted fee of $ is insufficient. A balance of $ is due. 

The issue fee required by 37 CFR 1 .18 is $ . 

The publication fee, if required by 37 CFR 1.18(d) , is $ . 

(c) &The issue fee and publication fee, if applicable, has not been recieved. 



Petitions to revive under 37 CFR 1.137(a) or (b), or request to withdraw the holding of abandonment 
under 37 CFR 1 .181, should be promptly filed to minimize any negative effects on patent term. 
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FORM PTO-ABNB (Rev. 08/07) 




United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Addrea: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Ale&tftdria, Virginia 223 13-1450 
www.uspto.gov 



NOTICE OF ALLOWANCE AND FEE(S) DUE 



7590 



04/19/2007 



EXAMINER 



Simona A. Levi-Minzi, Ph.D. 
McDermott Will & Emery LLP 
201 South Biscayne Boulevard 
Suite 2200 
Miami, FL 33131 



LEWIS, RALPH A 



ART UNIT 



PAPER NUMBER 



3732 

DATE MAILED: 04/19/2007 



APPLICATION NO. 



FILING DATE 



Fl*ST NAMED INVENTOR 



ATTORNEY DOCKET NO. I CONFIRMATION NO. 



10/821,442 04/09/2004 Eric Bomstein BORNE40606 1341 

TITLE OF INVENTION: INSTRUMENT FOR DELIVERY OF OPTICAL ENERGY TO THE DENTAL ROOT CANAL SYSTEM FOR HIDDEN 
BACTERIAL AND LIVE BIOFILM THERMOLYSIS 



APPLN. TYPE 



SMALL ENTITY 



ISSUE FEB DUB I PUBLICATION FEB DUE PRBV. PAID ISSUE FEE TOTAL FEE(S) DUE 



DATE DUB 



nonprovisional 



YES 



$700 



$300 



$0 



$1000 



07/19/2007 



THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT. 
PROSECUTION QN THE MERITS IS CLOSED . THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS. 
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON 
PETITION BY THE APPLICANT. SEE 37 CFR 1313 AND MPEP 1308. 

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN HJBEE MONTHS FROM THE 
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS 
STATUTORY PERIOD CANNOT BE EXTENDED . SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES 
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS 
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM 
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW 
DUE. 

HOW TO REPLY TO THIS NOTICE: 

I. Review the SMALL ENTITY status shown above. 



If the SMALL ENTITY is shown as YES, verify your current 
SMALL ENTITY status: 

A. If the status is the same, pay the TOTAL FEE(S) DUE shown 
above. 

B. If the status above is to be removed, check box 5b on Part B - 
Fee(s) Transmittal and pay the PUBLICATION FEE (if required) 
and twice the amount of the ISSUE FEE shown above, or 



If the SMALL ENTITY is shown as NO: 

A. Pay TOTAL FEE(S) DUE shown above, or 

B. If applicant claimed SMALL ENTITY status before, or is now 
claiming SMALL ENTITY status, check box 5a on Part B - Fee(s) 
Transmittal and pay the PUBLICATION FEE (if required) and 1/2 
the ISSUE FEE shown above. 



II. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office 
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b" 
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a 
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing 
the paper as ah equivalent of Part B. 

III. All communications regarding this application must give]the application number. Please direct all communications prior to issuance to 
Mail Stop ISSUE FEE unless advised to the contrary. 

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of 
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due. 
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PTOL-85 (Rev. 07/06) Approved for use through 05/3 1/2007. 



1 Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
or Fax (571) -273-2885 

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks I through 5 should be completed where 
appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address ; as 
indicated unless corrected below or directed otherwise in Block I , by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS for 
maintenance fee notifications. 

~ ~~ ~ " ~~ " ' " "' " * 7 the 



CURRENT CORRESPONDENCE ADDRESS (Note: Uue Block 1 Tor any change of address) 
7590 04/19/2007 

Simona A. Levi-Minzi, Ph.D. 
McDermott Will & Emery LLP 
201 South Biscayne Boulevard 
Suite 2200 
Miami, FL 33131 



Note: A certificate of mailing can only be used for domestic mailings of the 
Fee(s) Transmittal. This certificate cannot be used for any other accompanying 
tapers. Each additional paper, such as an assignment or formal drawing, must 
ive its own certificate of mailing or transmission. 



pai 

ha' 



Certificate of Mailing or Transmission 
I hereby certify that this Feefs) Transmittal is being deposited with the United 
States Postal Service with sufficient postage for first class mail in an envelope 
addressed to the Mail Stop ISSUE FEE address above, or being facsimile 
transmitted to the USPTO (571) 273-2885, on the date indicated below. 



(Depatitcrti name) 



(Signature) 



(Date) 



APPLICATION NO. FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



1G/S2 1,442 04/09/20&4 * Eric Bomstera <V::,3\ CX*:* ■ } ?«.r c »BORNE40606 1341 

TITLE OF INVENTION: INSTRUMENT FOR DELIVERY OF OPTICAL ENERGY TO TrfB D&TT AL^ROOT CANAL SYSTEM FOR HIDDEN 
BACTERIAL AND LIVE BIOFILM THERMOLYSIS J K 1 ::..V*\ ' : * ~ 



in* 



:Cl t 



l; 



APPLN.TYPfe 



noGprovisiCfltta 



>1;3N^-^Tlft . £j^? ISSUE FEB,ffjE ; ::, J?^^^^£^M E; ' T Qt ^ lj ^A S) flfeu.j:- I "t TWSSWc £ 

——— — — —07/59/2007*; 



— -$700 ' 



—5300' 



:$1.000 r 



EXAMINER 



ART UNIT 



CLASS-SUBCLASS 



LEWIS, RAlirPH A 



fn/| V21j 



3732 



433-224000 



1 ! Ch^S^ofcorf^olSekc^Sdress Vindication of "Fee Address" (37 
CFR#J63), v, jii EflCfx- LLP 



j for Change of Correspondence 



□ Change df cor , 
Ada^es^6nn\PTO/ 

LJ "Fee Address" indication (or "Fee Address" Indication form 
PTO/SB/47; Rev4)3-02 or more recent) attached. Use of a Customer 
Number is required. 



....... ;$ o : _ ™ 



(1) the names of up^3<r5^ste^'^e^' 'attorneys /j, 
:or agents OR, alternatively", „; T, ^ '-. ;. * ( ? - 

(2) the name of a single firm (having *s a members — 
registered attomeyj or agent) and the names of up to 

2 registered patent attorneys or agents: If no name-is 
listed, no name will be printed. 





















f 







3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print <jr type)., , 

[ PLEXSE'NOTJE: Unless an a^igne¥ iridentifted tielowV nolissi^ee data \^rappe^ra"lHe parent* If Ian "a^gpaee is idmtified"belbw7ffie~^^^ has"bee5';filed'fdr 

jrcorda^ . " / ... .1. 7. .,. : 
(A) NAME OF ASSIGNEE " * "~ (B) RESIDENCE^CITY and STATE OK COUNTRY) 



Please check the appropriate assignee category or categories (will not be printed on the patent) : □ Individual □ Corporation or other private group entity □Government 



■fi^J^tQltowv^f^^^ submir)ed: 1 

Q Issue Fee; V . ' '- Yi-> 

Q Publication Fee (No small entity-discount permittedX 
, □ Advance Order* - 8 of Copies I 



* ... . .... . . I . - , . , . 4 , . , . * . 

4b. Pavment ofFee(s): (Plewefirs^ 
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, □-Payment by. credit card. Form PTO-2038 is attached. 

? QlTie' Director is hereby authorized to charge the required feefs), any deficiency, or credit any 
^ V ove r p ay m e nt; to Deposit Account Number (enclose an extra copy of this form). 
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Determination of Patent Term Adjustment under 35 U.S.C. 154 (b) 
(application fik?d on or after May 29, 2000) 

i 

The Patent Term Adjustment to date is 0 day(s). If the issue fee is paid on the date that is three months after the 
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half 
months) after the mailing date of this notice, the Patent Term Adjustment will be 0 day(s). 

If a Continued Prosecution Application (CPA) was filed in the above-identified . application, the filing date that 
determines Patent Term Adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed infortnation by accessing the Patent Application Information Retrieval 
(PAIR) WEB site (http://pair.uspto.gov). 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of 
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be 
directed to the Customer Service Center of the Office of Patent Publication at l-(888)-786-0101 or 
(571>272-4200. 
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Application No. 


Applicant(s) 


Notice of Allowability 


10/821,442 


BORNSTEIN. ERIC 


Examiner 


Art Unit 






Ralph A. Lewis 


3732 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1.;313 and MPEP 1308. 

1 . El This communication is responsive to Amendment filed January 29. 2007 

2. M The allowed claim(s) is/are 1-22 . 

3. □ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)QAII b)DSome* c)DNone of the: 

1 □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements 
noted below. Failure to timely comply will result in ABANDONMENT of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

4. □ A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 

INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient. 

5. □ CORRECTED DRAWINGS ( as "replacement sheets") must be submitted. 

(a) □ including changes required by the Notice of Draftsperson's Patent Drawing Review ( PTO-948) attached 

1) □ hereto or 2) □ to Paper No./Mail Date . 

(b) □ including changes required by the attached Examiner's Amendment / Comment or in the Office action of 

Paper No./Mail Date . 

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of 
each sheet Replacement sheets) should be labeled as such In the header according to 37 CFR 1.121(d). 

6. □ DEPOSIT OF and/or INFORMATION about thb deposit of BIOLOGICAL MATERIAL must be submitted. Note the 

attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 



Attachment(s) 

1 . □ Notice of References Cited (PTO-892) 

2. □ Notice of Draftperson's Patent Drawing Review (PTO-948) 

3. H Information Disclosure Statements (PTO/SB/08), 

Paper No./Mail Date 

4. □ Examiner's Comment Regarding Requirement for Deposit 

of Biological Material 



5. □ Notice of Informal Patent Application 

6. □ Interview Summary (PTO-413), 

Paper No./Mail Date . 

7. ^Examiner*s Amendment/Comment 

8. E3 Examiner's Statement of Reasons for Allowance 
Q.DOther . 
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Prtff »'y Examiner 
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Examiner's Amendment 

An examiner's amendment to the record appears below. Should the changes 
and/or additions be unacceptable to applicant, an amendment may be filed as provided 
by 37 CFR 1 .312. To ensure consideration of such an amendment, it MUST be 
submitted no later than the payment of the issue fee. 

In claim 1, lines 11 and 12, the terms "wavelength ranges" have been changed to 

- - wavelengths - -. 

In claim 6, lines 7 and 8, the terms "wavelength ranges" have been changed to 

- - wavelengths - -. 

In claim 12, line 22, the terms "wavelength ranges" have been changed to 

- - wavelengths - -. 

4 

1 

Authorization for this examiner's amendment was given in a telephone interview 
with Matthew McColoskey on April W; 2007. 



Examiner Comment/ Reasons for Allowance 

The following is an examiner's statement of reasons for allowance: 



Application/Control Number: 10/821,442 
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Art Unit: 3732 * 

In addition to applicant's remarks, attention is directed particularly to applicant's 
specification page 30, paragraph [0101] where applicant explains and expresses the 



Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance, t 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-2 1 7-9 1 97 (toll-free). 

Any inquiry concerning this communication should be directed to Ralph Lewis at 
telephone number (571) 272-4712. Fax (571) 273-8300. The examiner works a 
compressed work schedule and is unavailable every other Friday. The examiner's 
supervisor, Cris Rodriguez, can be reached at (571) 272-4964. 



criticality of the dual wavelength diode laser in order to gain selective bacterial death at 
more exposure time without biofilm coagulation at the particularly claimed wavelengths. 



R.Lewis 
April 11,2007 




RalphA.L0*to 
Primary Examiner 
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Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 
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Applicant(s) 


Second Supplemental 
Notice of Allowability 


10/821,442 


BORNSTEIN, ERIC 


Examiner 


Art Unit 






Ralph A. Lewis 


3732 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308. 

1 . £3 This communication is responsive to amendment filed 4/13/2007 . 

2. H The allowed claim(s) is/are 

3. □ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a) □ All b) □ Some* c) □ None of the: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 1 7.2(a)). 
* Certified copies not received: . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements 
noted below. Fajlure to timely comply will result in ABANDONMENT of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

4. □ A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 

INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient. 

■ 

5. □ CORRECTED DRAWINGS ( as "replacement sheets") must be submitted. 

(a) □ including changes required by the Notice of Draftsperson's Patent Drawing Review ( PTO-948) attached 

1) □ hereto or 2) □ to Paper No./Mail Date . 

(b) □ including changes required by the attached Examiner's Amendment / Comment or in the Office action of 

Paper No /Mail Date 

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings In the front (not the back) of 
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d). 

6. □ DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 

attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 



Attachment(s) 

1. □ Notice of References Cited (PTO-892) 

2. □ Notice of Draftperson's Patent Drawing Review (PTO-948) 

3. □ Information Disclosure Statements (PTO/SB/08), 

Paper NoVMail Date 

4. □ Examiner's Comment Regarding Requirement for Deposit 

of Biological Material 



5. □ Notice of Informal Patent Application 

6. □ Interview Summary (PTO-413), 

Paper No./Mail Date . 

7. H Examiner's Amendment/Comment 

8. □ Examiner's Statement of Reasons for Allowance 

9. □ Other . 



Ralph A. Lewis 
Primary Examiner 



o. rai9rt1 una I raaemarK Lmtce 

PTOL-37 (Rev. 08-06) 



Notice of Allowability 
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Examiner's Amendment 

An examiner's amendment to the record appears below. Should the changes 
and/or additions be unacceptable to applicant, an amendment may be filed as provided 
by 37 CFR 1.312. To ensure consideration of such an amendment, it MUST be 
submitted no later than the payment Of the issue fee. 

In the claim listing filed with the amendment of April 13, 2007, 
In claim 1 , line 1 1 , the terms "wavelength ranges" have been changed to 
--wavelengths--. 

In claim 6, line 7, the terms "wavelength ranges" have been changed to 

- - wavelengths - -. 

In claim 12, line 22, the terms "wavelength ranges" have been changed to 

- - wavelengths 



This examiner's amendment addresses the 312 amendment submitted by 
applicant on April 1 3, 2007. Applicant's 312 amendment arrived after the Notice of 
Allowability was prepared, but before it was mailed. This examiner's amendment 
makes it clear that the agreed to changes are applied to the claims listed in the 312 
amendment. 

Any inquiry concerning this communication should be directed to Ralph Lewis at 
telephone number (571) 272-4712. Fax (571 ) 273-8300. The examiner works a 
compressed work schedule and is unavailable every other Friday. The examiner's 
supervisor, Cris Rodriguez, can be reached at (571) 272-4964. 




R.Lewis BatohA Lewte 

September 14, 2007 Prtmary Examiner 



